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To The Honorable As&istant Commissioner for Patents 
PO Box 1450 

^exandria,VA 22313-1450 



PETITION TO VWTHDRAW HOLDING OF ABANDONMENT 

Dear Sir 

Pursuant to 37 C.F.R. 1,1 81 (a). Apr^lcants respectflilly request the 
Commissioner to withdraw the holding of abandonment of the above-identified 
applloatJon as set forth In Paper No. 21, dated October 28. 20O3. No fee is 
recjuired for this Petftion. 

As grounds therefore. Applicants state as foNows: 

1 . On August 8, 2003, Applicants filed an Appeal to the Board of Patent 
/Vppeals and Interf^ences (the "Board") in response to the final rejection of 
craims 1 and 3-24 as reiterated fn the Examiner's Advisory Action, Paper No. 



PAGE 8/26 "RCVO AT Wim 8:23:18 AM [Eastern Standard Time] * SVR:USPTO«EFXRF-1/0 * DNIS:8729306 « CSID:2815148332 



' DURATION ([nnHS):05-50 



DEC^7-a0B4 08:36 FROM: HOUSTON IP Q^OUP. 



2815148332 



TO: 



Atty. Docket No» HP 10980296.1 

9, dated February 13, 2002. Speclfrcally. daims 1 and 3-24 were grpvisJorraHv 
rejected under the judiaally created doctrine of double patenting. Claims 1 , 3- 
r, 12-19, and 24 were rejected under Section 102 as bang anticipated by 
Tadokoro, Cfeims 8-1 1 and 20-23 were not specifically rejected under either 
Section 102 or 103, thus were allowabfe pending resolution of the pmvisional 
double patenting rejection. 

2. The Board affirmed the decision of the Examiner to provislonaUy reject 
claims i and 3-24 under the judicially created doctrine of obviousness-type 
double patenting. The Board ateo affirmed the decision of the Examiner to 
reject claims 1, 13 - 15 and 24 under 35 U.S.C. §102(e). However, the Boar^ 
reversed the decision of the Examiner as to the rejections of claims 3 - 7. 12 
and 16-19 under 35 U.S.C. §102(e). (See Exhibit A, Decision on AppeaJ. 
Paper No- 20, dated July 24. 2003, attached hereto). Therefore, after the 
Board's decision, claims 3^12 and 16-23 stood allowable pendrng 
resolution of the provisional doable |3atentrng rejections. 

3. On Octot>er 28, 2003, AppNcants were mailed a Notice of 
Abandonment stating that application no. 09/337,802 was abandoned in view 
of: 

"The decision by the Board of Patent Appeals and Interference 
rendered on 24 July 2003 and because the period for seeking court 
review of the decision has expired and there are no allowed claims." 

(See Exhibrt B, Notice of Abandonment. Paper No. 21, dated October 28, 
2003, attached hereto). 
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4. The hoJcfing of abandonment of the appJication is erroneous as the 
appficatlon is not rn fact abanctoned. While the period for seeking court review 
of the decteJon has expired, no such review was necessary. That is, the effect 
of the decisfon of the Board was to make dafms 3-12 end 16 - 23 allowable 
pending resolution of the provlsf onal double patentfng rejections. Pur^ant to 
MPEP 804 1.B., the Examiner is required to remove the provisional double 
patenting reaction of the allowed claims so that the application may proceed 
to Issue as a patent The pertinent portion of MPEP 0O4J.B, states: 



" ff the '*provtelonaJ* double patenting rejection in one 

appficatlon Is the only rejection remaining In that appVtcation, the 
examiner should then withdraw that rejection and permit the 
application to issue as a patent, thereby converting the 
"provislonar double patenting rejecfion in the other 
appllcation(s) Into a double patenting rejection at the time the 
one application issues as a patent ° 



5- After tfie decision of the Board, the only rejection remaining as to 
claims 3-12 and 1 6 - 23 was the provisfonal double patenting rejection. 
Therefons* the Examiner should have issued an action removing the 
provisional double patenting rejection (the other application being still 
pending) and Inviting the Applicants to rewrite claims 3-12 and 1 6 - 23 to 
place them In independent form and to cancel the non-allowed claims so that 
a patent could issue. Without such action on the part of the Examiner, 
Applicants were procedurally incapable of advancing to issue allowed claims 
3-12and 16-23. 

6. Accordihgfy. Applicants request that the Commissioner withdraw the 
erroneous holding ol abandonment and require the Examiner: (i) to remove 



3 
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the provisional doubJe patenting rsjectfon of claims 3 - 12 and 16 - 23 and (N) 
to instmct !he Applicants to rewrite the allowed daims irt independent fdnn 
and cancel the non-alfowed daims so that the application may issue as a 
patent. 



RespectfuJIy submitted, 
DAHL &OSTERLOTH, LLP. 




Bruo^E. DaH. Reg. No, 33.670 
555 Seventeenth Street, Suite 3405 
Denver, CO 80202 
Tel: (303)291-3200 
FAX: (303)291^3201 



Pate: /Z-/O^CiS 
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HPLE6AL 



Paper No. 20 



UNITED STATES PATENT AND TRADEMARK OFRCE 



BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 



parte ROBERT W. LUFFEL and DAVID P. JONES 



MAILED 



JUL 2 4 7003 

(WEin ANDTR^UMHOfnCE 



Appear No. 2003-0988 
Application No. 09/337.802 



ON BRIEF 



BefOfe ABRAMS. FRANKFORT, and NASE. Admlni..;trath/6 Pafnnf Jiirfnpa 
NASE. AdministiTitive PatPnt Jurt^^. 



DECtSJOM ON APPFAt 
This Is a dedsion on appeal from the examiner's flnal rejection of claims i and 3 
to 24, which are all of the dafms pending in this application. 

We AFFIRM. 
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BACKGROtjMp 

Ths appellants- invention rerates to positioning systen^s for movfng cartridge 
access devices atong arrays ofdatacartrMges(spec.-fication. p. Acopyofthe 
cJaims under appeal is set forth in the appendix to the appellants' brief. 

Craln« T and 3 to 24 stand provisionally re^ed under the iudidally created 
doctrine of obvlousness^type doubte patenting as being unpatentable Over claims 1 to 
24 of copending Application No. 09/371.708. 

Cfaims 1. 3 to 7. 12 to 19 and 24 stand rejected under 35 U.S.C. § 102(e) as 
being anticipated by U.S. Patent No. 6.166.877' to TadoKoro et al. (Tadokoro). 

Ralher than reiterate the conflicting viewpoints advanced by the examiner and 
the appellants regarding the abov^noted rejections, we make reference to the answer 
(Paper No. 16. mailed October 18. 2002) for the examfner-s compete reasoning in 
support Of the lejections. and to the brief (Paper No. 15. filed August 8. 2002) and reply 
brief (Paper No. 17, filed December 12. 2002) for the appellants- arguments 
theneagainst 



' Issued December 26. 2000. 
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O PINION 

In reaching our dsclsfon In this appeal, we have gfven carafuJ consideratton to 
the appeWants' spectficaUon and cJaims, to the appHed prior art reference, and to the 
respective positions artfcuJated by the appellants and the examiner. As a consequence 
of our review, we make the detemiinations which follow. 

The provlslpnal obviousness-type double paterrting rejection 

We sustain the provisional rejection of daims 1 and 3 to 24 under the judrcially 
created doctrine of obviousness-type doubte patenting as being unpatentable over 
claims 1 to 24 of copending Application No. 09/371,708* 

On June 22. 1999 Ihe appellants filed the appllcatfwi under appeal and on 
August 9, 1999 the appellants filed AppHcabon No. 09/371.708. <n the first Office actton 
in this application (Paper No, 4, maifed May 8. 2001 ). the examiner provisionally 
rejected cteims 1 to 24, all the claims then in this appfication. over daims 1 to 24 of 
copending Application No, 09/371,708 under the judJdaHy created doctrine of 
obviousness typo double patenting. The appellants filed a response to the first Office 
actton {Paper No, 6, filed August 9, 2001 ) that did not contest the merits of this 
rejection, instead, the appellants stated that they would submit a terminal discfalmer 
upon the examiner indicating that the claims are otherwise allowable. The examiner 
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rapeatecf {his rejection in the flna/ rejection (Paper No. 7. mailed October 22. 2001). m 
the brief (p. 18), the appellants oru^e again do not contest the merits of this rejection but 
contend thai the rejection is not ripe for review. Specifically, the appellants slate that 
-since no daims have yet Issued, it is not possiWe to make a meanlngtW determination 
as to whether a double patenting rejection Nvouid be warranted.- The appellants then 
request that the provisional obviousness-typa double patenting rejection be held in 
abeyance until claims of the copending Application No. 09/371.708 are allowed. 

The appellants' argument that the provisional obviousness-type douUe patenting 
rejection is not ripe for review is simply wrong. This board and its reviewing courts have 
sanctioned and reviewed provisional double paienting »»jeclions based upon claims in a 
copending application, fcau. fnn&tnngf. 759 R2d 887. 892. 225 USPQ 846. 648 (Fed. 
Cir. 1985) (doublo patenting rejection over claims of three copending applicatrona 
affirmed on the merits); fnraMott. 539 F.2d 1291. 1296, 190 USPQ 536. 541 (CCPA 
1976) (double patentirrg reaction under 35 U.S.C. § 101 over daims in a copending 
apptication was held corract on the merits but reversed because rejection was made 
final rather than provisional); In.m WetterRU. 356 F.2d 556. 558. 148 USPQ 499, 501 
(CCPA 1966) (aflimiing provlsronal double patenting rejection over claims in a 
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copendmg app,icaHon on the merits)^; fiujartej^. 8 USPQ2d 1771 (Bcf. Pat App 
&lnt 19a8)(tP«propnetyofirnposingaprovisK,nal rejection on the g«,und of doub/e 
Paten«ng Of the Obviousness type). Had (heappe/iants asserted rhat,t,esu5^ 

Of craimsiandato 24 was patentabiycistirK. from tneaut^ect matter Of cialmslto 
Of copend^ App,.oa«on No. 09/371.708. the Issue woutd have been revJewab.e by this 
Board. The appe«ants cannot strip the Boartf of >t8 jurtsdJctton ; 
the ffwrits. Accordingly, the dedsfon of the i 



I sixnply by failing to arpue 
> e^amner to provisionatfy reject claims t 
and 3 to 24 under the judicially created doctrine of obviousness 
is aftirmed. 



-type double patenting 



The anticipation rejection 

We sustain the rejection of claims 1. 13 to 15 and 24 under 35 US.C. § 102(e). 
but not the rejection of daims 3 to 7. 12 and 16 to 19, 

A cteim is antidpated only if ead, and eveof element as set forth in the claim fs 
found, either expressly or inherently described, m a single prior art reference. 

VerdfinmiBfPfi fnc . v , i/nionnnrn . 8i4 FJta 628. 631. 2 usPQ2d losi. 1053 (Fed. 

mo USPTO through gse ofsuch7pTOWi^ omi^^l ^ '""^ ^ aPP«cant and 

eartioBt passible tknv of the e>cisterK»^fTte^.h^^!S^: -' ^ '"^'"^ '"^ apP«fcanl awa.e at the 



PAGE 16126' RCVDAT 1217/2004 8:23:18 AM [Eastern Standaid Time]* SVR;USPTO-EFXRF-1/0 'DNIS:8729306* CSID:2815148332 * DURATION (mm-ss):05H50 



DEC -07-2004 ro:28 FROM: HOUSTON IP Q^UP 



2815148332 



TO: 



P.017-'0e6 



Appeal No. 2003-0988 
Appjicab'on No. 09/337,802 



Page 6 



Cir.). sssLslsmaa. 484 U.S. 827 (1987). The inquiry as to Whether a reference 
antidpatesa ctalm must focus on what subject matter Is encompassed by the claim and 
what subject matter is described by the reference. As set forth by the court In Kalmao 
^- Q Qffi.. 713 F.2d 760. 772. 218 USPQ 781, 789 (Fed. CIr. 1983). cgfl. 
denied. 465 U.S. 1026 (1984). it is only necessary for the claims to "read on' something 
discfosed In the reference. l.e., all linfiitalions of the claim are found in the reference, or 
•fuHy'mef by it.' 



Claims 1, 13 to IS and 24 

The appellants argue throughout both briefis that independent claims 1, 13 to 15 
end 24 are novel over the disclosure of Tadokoro since these claims recite that a guide 
member is integral with a gear rack.' The appellants point out that TadoKorD's upper 
and lower rack members 32 disposed on upper and tower guide rails 8 are separate, 
not Integral, elements/ The examiner in the answer responds by stating that the terms 
integral and one-piece are not synonymous: and that the meaning of integral is rigidly 
secured, fastened or welded. 



CfaJrt, IS 21^2 ^ ^ S"*® '"^9«»I with saM nm elongate gear rack - 

SSI? I ^® Mfd second efcnsate guide immber comprises an integral portion of salSSnd 
elonflste gear rack,- Cteim 24 redtes "fliiidi. mean, integX^tt, s«d eSigatV^r Z"? 

piece.- * ^"^"^ '° ""^ appellants- afgi/ment. .he terni Integral as used in Ihle appficsiion n«ans 
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The Untted States Patent and Trademartc Office (USPTO) applies to the 
verbiage of the claims before it the tnoadest reasonabte meaning of the words in their 
ordinary usage as they would be understood by one of ordinanr sJdfl In the art. takrng 
into account whatever enHghtenment by way of definitions or othen^se that may be 
afforded by the written descnpiion contained in the appenanls' speo'ficabon. ijus 
toiS. t27F.3d 1048. 1064. 44 USPQ2d 1023. 1027 (Fed. Cir. 1997). 
SttSfid. 710 F.2d 1S44. 1548, 218 USPQ 385. 388 (Fed. Cir. 1983). 

The SKSminer in the anticipation rejecfion before us in this appear has interpreted 
me Claimed guide member being integral with a gear rack to read on TadoKoro's upper 
and lower rack members 32 disposed on upper and lower guide rails 8. By this the 
examiner cieariy meant that he interpreted the phrase "integral with- to encompass 
sepamte elements attached together as in Tadoko«,. The examiner (answer, pp. 4-5) 
cites numerous cases and a dictionary In which the word -inlegrar had been 
interpreted to encompass mulU-piece structures. 



We conclude that the examiner's interpretation Is reasonable in light of ail the 
evidence before the Board. The court has on several prior occasions interpreted the 
term "integral- to cover more than a unitary construction. SsSL fi^. ku&MHTi^ 127 
F.3d at 1055-56, 44 USPQ2d at 1029. A gyapced Cardiov..n.,.r «, ^ y _^mmiWL 
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Sjfi., 887 R2d 1070, 1074. 12 USPQ2d 1539. 1542 (Fed. CIr. 1969): InmKnhn^ 391 
F.2d 959. 157 USPQ 275 (CCPA 1968). InreOrkf^ . 394 F^d 584, 157 USPQ 581 
(CCPA196B),laJBiaiSffi. 340F.2d965. 144 USPQ 347 (CCPA 1965), and lojs 
Clacfe. 214 F.2d 148, 102 USPQ 241 (CCPA 1954). Absent an express definrtion in the 
spedfication, the fact that the appellants can point to deffnitions or usages ttiat 
conform to their interprelalion does not make the examfner's definition unreasonable 
when the examiner can point to other sources that support his interpretation. In fact, 
the appellants' specitication Implicftly discloses embodiments other than the preferred 
embodiment fn whrch the elongate guide member 50 takes the fom> of a tumed-up 
edge of the gear rack 20.^ 



For the reasons set forth above, the appelFanls argument falls to persuade that 
the subject matter of claims 1, 13 to 15 and 24 Is novel. Accordingly, the decfston of 
the exBm'mer to reject claims 1, 1 3 to 15 and 24 under 35 U.S.C. § 1 02(e} Is afflmted. 



Page 10, fines 1S-20. of the spedficafiort sratea ttiat itjhe first or tower »(ongat» gear 20 
also may b9 provided with an etongate guide rrmmber 50 which. In one preferred embodiment, may take 
the form of a tumed-up edge of the etongote gear rack 20. as »i5 also best seen in figure 2" 
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C/a/ms 3 to 7 and 16 to 19 

The appellants argue throughout both bri^s that dependent claims 3 to 7 and 16 
to 19 are novel over the disclosure of Tadohoro since these cfaims recite that the first 
elongate guide memtier comprises first and second opposed bearing surfaces and thai 
the first bearing is mounted to the cartridge access device to sJidably engage tfje first 
and second opposed bearing surfaces of the first elongate guide member. We agree. 
In that regard, we agree with the appellants that Tadokoro's guide rollers 33 which roll 
on first and second oppose surfaces of the guide ralf 8 {seo Figure 22) do not sirddbly 
engage first and second opposed surfaces of the guide rail 8. Accordingfy, the decision 
of the examiner to reject cfaims 3 to 7 and 16 to 19 under 35 U.S.C. § 102(e) fs 
reversed. 

Oaim ii 

The aw)0nants argue throughout both briefe that defyendent cr^/n 12 is novel 
over the disdosura of Tadokoro sJnce It recites thai the pinion drive apparatus 
coniprises: a motor having a shaft; a worm attached to the shaft of the motor; and a 
worm gear operatfvely csonnected to the first and second drive pmfons, the worm gear 
mounted to engage the worm mounted to the shaft of the motor We agree. In that 
regard, the examiner's determination (answer, p, 4) that Tadokoro in Figure 20 shows 
motor 34 witti worm and worm gear 39 attached to the shaft of motor 39 such that gear 
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39 is operauVely connected to p/nions 41 incorrect. Tadokoro does not teach a worm 
attached to the shaft of the motor 34 but instead teaches a pulley 35. Tadokoro also 
does not teach a woim gear mounted to engage the worm mounted to the shaft of the 
motor but Instead teaches a belt 36 for transmitting drive from pulley 35 to shaft 38 via 
drive pulley 37. Addltionany. we note that Tadokoro's drive train from motor 34 to 
pinions 41 does not utilize either a womr, or a worm gear- AccordingJy. tt,e decision of 
the examiner to nsject claim 12 under 35 U.S.C. § 102(e) is reversed. 

CONCLlJSinM 

To summarize, the decision of the examiner to provisfonalfy reject daims 1 and 3 
to 24 under ttie judrdafly created doctrine of obviousness-Iype double patenting is ' 
affirmed; the dedslon of the examiner to reject claims 1, 13 to 15 and 24 under 

35 U.S.C. § I02<e) is affirmed; and the decision of the examiner to reject claims 3 to 7. 

12 and 16 to 19 under 35 U.S.C. § 102(e) is reversed. 

Since at least one rejection of each of the appealed claims has been afTtrmed. 
the deciskMi of the examiner Is ^rmed. 



' Drive gear 39 Is 9 pinion-tyoe gear nrt a worm-type gear. 
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No time period for taking any subsequent action in connecUon with this appeaf 
may be extended under 37 CFR § 1.136(a}. 

AFFtRMEO 



NEAL E. ABRAMS 
Administrative Patent Judge 



CHARLES E. FRANKFORT 
Administrative Patent Judg© 

C<JEFFREYV.NASe 
Administrative Patent Judge 
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Board Of Patem Appeals and Interferences Mail 
trrechve May 1, 2003 



Appeals 



•ssoed un»il a decision has been^rend^eS^y^S^e^arS a?^^!'^?.'''"^^*^^ "'>«°^ 
Interferences as well as any hearino confirms w.? ° ^^^^'^ Appeals and 

M»>2 Appeals and Interferences 

United States Patent and Trademark OffiS 
P.O. Box 1450 
Alexandria. Virginia 22313-1450 

«d'?ss« "^^ -<.u..« ,0, c„, h«,rin9 shouM be 

Commissioner for Patents 

P.O. aox 1450 
Alexandria, VA 22313-1450 



interferences 



a^Tet retf IS'i^S^^^^^^ to the Mowing 

Of a different address after May i.aSs! speafically requires life use 



Mall Stop INTERFERENCE 
Board of Patent Appeals and Interferences 
United States Patent and Trademarli Office 
P.O, Box 1450 
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